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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 28, 2008 has been entered. 

Response to Amendment 

2. The Examiner acknowledges the amended claims filed on January 31 , 2008. 
Claims 1-8, 10, 11, 13, 26 and 34 have been amended. Claims 12, 14-25, 29, and 31- 

33 have been withdrawn as they belong to a Non-Elected Species. 

Claim Objections 

3. Claim 26 is objected to because of the following informalities: in the last line of 
the claim it is recites "the third lens group is rotated about a shaft fixed to the wall of the 
lens barrel". Is the limitation meant to recite "the focus lens is rotated about a shaft 
fixed to the wall of the lens barrel". For examining purposes the limitation will be read 
as "the focus lens is rotated about a shaft fixed to the wall of the lens barrel". 
Appropriate correction is required. 
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Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Claims 1, 2, 26 and 34 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. 
Patent No. 7,317,487 B2 in view of Nomura et al., US 2003/0156832 A1. 

Regarding claim 1, claim 1 recites: 

A digital camera that creates an image signal through catching a subject light, the 
digital camera comprising: (Same as limitations in claim 1 of U.S. Patent No. 7,317,487 
B2) 

an image taking lens, which is variable in a focal length ( Same as limitations in 



claim 1 of U.S. Patent No. 7.317.487 B2 Y 
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a lens barrel that incorporates therein the image taking lens ( Same as limitations 
in claim 1 of U.S. Patent No. 7,317,487 B2) . the lens barrel being free in extension and 
collapse and performing a focal length control ( Same as limitations in claim 1 of U.S. 
Patent No. 7,317,487 B2 ); and 

a solid state imaging device that receives the subject light formed by the image 
taking lens to create the image signal ( Same as limitations in claim 1 of U.S. Patent No. 
7.317.487 B2 Y 

wherein the lens barrel has: 

a third lens group ( Similar to limitations in claim 1 of U.S. Patent No. 7,317,487 
B2 since the patent discloses a "lens" instead of a lens group as disclosed in the 
present application ) advancing and saving mechanism in which at the time of the 
collapse of the lens barrel ( Same as limitations in claim 1 of U.S. Patent No. 7.317.487 
B2 ), the third lens group ( Similar to limitations in claim 1 of U.S. Patent No. 7,317,487 
B2 since the patent discloses a "focus lens" instead of a lens group as disclosed in the 
present application. A lens group is a broader recitation of a focus lens. ) is saved to a 
third lens group saving position out of the optical axis of the image taking lens, and at 
the time of the extension of the lens barrel, the third lens is advanced onto the optical 
axis of the image taking lens group ( Similar to limitations in claim 1 of U.S. Patent No. 
7,317,487 B2 since the patent discloses "a lens advancing and saving mechanism in 
which at the time of the collapse of the lens barrel, the focus lens is saved from an 
optical axis of the image taking lens and at the time of the extension of the lens barrel, 
the focus lens is advanced onto the optical axis of the image taking lens") , and 
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the third lens group (focus lens in claim 1 of the patent) is rotated about a shaft 
fixed to the wall of the lens barrel ( Similar to limitations in claim 1 of U.S. Patent No. 
7,317,487 B2 since the patent discloses "the lens advancing and saving mechanism 
saves and advances the focus lens from and onto the optical axis by rotating the focus 
lens about a fixed shaft, and the fixed shaft is fixed to an inner rear wall of the lens 
barrel." ). 

Claim 1 in the present application is different from claim 1 of U.S. Patent No. 
7,317,487 B2 in that claim 1 in the present application further discloses: three lens 
groups of a first lens group, a second lens group, and a third lens group in the named 
order with respect to an optical axis direction; that said image taking lens has in front an 
aperture through which the image taking lens appears and having in rear an internal 
space defined by a wall; that the solid state imaging device is being supported by the 
wall; and that the lens barrel has a second lens group advancing and saving 
mechanism in which at the time of the collapse of the lens barrel, the second lens group 
is saved to a second lens group saving position out of an optical axis of the image 
taking lens, and at the time of the extension of the lens barrel, the second lens group is 
advanced onto the optical axis of the image taking lens. 

However, Nomura et al. discloses a digital camera (Fig. 1) that creates an image 
signal through catching a subject light, the digital camera comprising: an image taking 
lens (See fig. 1 ), which is variable in a focal length, comprising three groups of a first 
lens (Fig. 1: L1), a second lens (Fig. 1: L2), and a third lens (Fig. 1: L3) in the named 
order with respect to an optical axis direction; a lens barrel (Fig. 1:12) that incorporates 
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therein the image taking lens, having in front an aperture through which the image 
taking lens appears and having in rear an internal space defined by a wall (Fig. 1:11), 
the lens barrel being free in extension and collapse and performing a focal length 
control; and a solid state imaging device (Fig. 1 : C) that receives the subject light 
formed by the image taking lens to create the image signal, the solid state imaging 
device being supported by the wall (See fig. 1), wherein the lens barrel has: a second 
lens (zoom lens L2) advancing and saving mechanism in which at the time of the 
collapse of the lens barrel, the second lens is saved to a second lens saving position 
out of an optical axis of the image taking lens, and at the time of the extension of the 
lens barrel, the second lens is advanced onto the optical axis of the image taking lens 
(See fig. 2) (Page 2, U 0051 ; page 3, 1f 0052-0054); and a first lens (taking lens L1) 
advancing and saving mechanism in which at the time of the collapse of the lens barrel, 
the first lens is saved to a first lens saving position out of the optical axis, and at the 
time of the extension of the lens barrel, the first lens is advanced onto the optical (See 
fig. 2) (Page 2, U 0051 ; page 3, U 0052-0054). Furthermore, Nomura et al. further 
discloses that the fundamental principle of the invention is that an element of a plurality 
of optical elements is removed from a position on the optical axis of the plurality of 
optical elements to a different position outside of the optical axis, and the removed 
element and at least one element of the remaining optical elements of the plurality of 
optical elements are moved rearward along the optical axis, for the purpose of refracting 
the plurality of optical elements from a ready-to-photograph state which initially lie on a 
single optical axis and that the structure of the retractable lens system according to the 
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invention is not limited solely to that of the illustrated embodiments taught as long as the 
structure is designed on this fundamental principle. Nomura et al. also discloses that 
more than one of the lenses can be positioned outside the optical axis to retract the lens 
barrel even more (Page 6, If 0073-0077). 

Therefore, it would have been obvious to one of an ordinary skill in the art at the 
time the invention was made to apply the concepts taught in Nomura et al. to modify 
claim 1 of U.S. Patent No. 7,317,487 B2 to have three lens groups of a first lens group, 
a second lens group, and a third lens group in the named order with respect to an 
optical axis direction; to have said image taking lens with an in front an aperture through 
which the image taking lens appears and having in rear an internal space defined by a 
wall; the solid state imaging device being supported by the wall; and that the lens barrel 
has a second lens group advancing and saving mechanism in which at the time of the 
collapse of the lens barrel, the second lens group is saved to a second lens group 
saving position out of an optical axis of the image taking lens, and at the time of the 
extension of the lens barrel, the second lens group is advanced onto the optical axis of 
the image taking lens. The motivation to do so would have been to remove optical 
elements from the optical axis at the time the lens barrel is retracted to make the 
camera more compact (Page 1 , U 004-0022; page 6, U 0071-0076). 

Regarding claim 2, the combined teaching of claim 1 of U.S. Patent No. 
7,317,487 B2 in view of Nomura et al. further teaches a focusing mechanism (Fig. 1 : L3) 
wherein a focusing is performed by a movement of the third lens in the optical axis 
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direction (Page 2, ^ 0051 ; page 3, H 0052-0054). Grounds for rejecting claim 1 apply 
here. 

Regarding claim 26, claim 26 recites: 

A digital camera that creates an image signal through catching a subject light, the 
digital camera comprising: (Same as limitations in claim 1 of U.S. Patent No. 7,317,487 
B2) 

an image taking lens, which is variable in a focal length ( Same as limitations in 
claim 1 of U.S. Patent No. 7.317.487 B2 ), wherein a focusing is performed by a 
movement of the focus lens ( Same as limitations in claim 1 of U.S. Patent No. 
7.317.487 52 ): 

a lens barrel that incorporates therein the image taking lens ( Same as limitations 
in claim 1 of U.S. Patent No. 7.317.487 B2 ). the lens barrel being free in extension and 
collapse and performing a focal length control ( Same as limitations in claim 1 of U.S. 
Patent No. 7.317.487 B2 Y and 

a solid state imaging device that receives the subject light formed by the image 
taking lens to create the image signal ( Same as limitations in claim 1 of U.S. Patent No. 
7.317.487 B2 )\ and 

a focus lens advancing and saving mechanism in which at the time of the 
collapse of the lens barrel, the focus lens is saved to a focus lens saving position out of 
the optical axis of the image taking lens, and at the time of the extension of the lens 
barrel, the focus lens is advanced onto the optical axis of the image taking lens ( Similar 
to limitations in claim 1 of U.S. Patent No. 7,317.487 B2 since the patent discloses "a 
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lens advancing and saving mechanism in which at the time of the collapse of the lens 
barrel, the focus lens is saved from an optical axis of the image taking lens and at the 
time of the extension of the lens barrel, the focus lens is advanced onto the optical axis 
of the image taking lens") ; and 

the third lens group (the Examiner is reading this as a "focus lens" as explained 
above in the Claims Objections made to claim 26) is rotated about a shaft fixed to the 
wall of the lens barrel ( Similar to limitations in claim 1 of U.S. Patent No. 7,317,487 B2 
since the patent discloses "the lens advancing and saving mechanism saves and 
advances the focus lens from and onto the optical axis by rotating the focus lens about 
a fixed shaft, and the fixed shaft is fixed to an inner rear wall of the lens barrel." ). 

Claim 26 in the present application is different from claim 1 of U.S. Patent No. 
7,317,487 B2 in that claim 26 in the present application further discloses three lens 
groups of a front elements lens, a rear elements lens, and a focus lens in the named 
order with respect to an optical axis direction; that the taking lens has in front an 
aperture through which the image taking lens appears and having in rear an internal 
space defined by a wall, that the solid state imaging device is being supported by the 
wall, and that the lens barrel has a rear elements lens advancing and saving 
mechanism in which at the time of the collapse of the lens barrel, the rear elements lens 
is saved to a rear elements lens saving position out of an optical axis of the image 
taking lens, and at the time of the extension of the lens barrel, the rear elements lens is 
advanced onto the optical axis of the image taking lens. 
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However, Nomura et al. discloses a digital camera (Fig. 1) that creates an image 
signal through catching a subject light, the digital camera comprising: an image taking 
lens (See fig. 1 ), which is variable in a focal length, comprising three groups of a first 
lens (Fig. 1: L1), a second lens (Fig. 1: L2), and a third lens (Fig. 1: L3) in the named 
order with respect to an optical axis direction; a lens barrel (Fig. 1:12) that incorporates 
therein the image taking lens, having in front an aperture through which the image 
taking lens appears and having in rear an internal space defined by a wall (Fig. 1 : 11), 
the lens barrel being free in extension and collapse and performing a focal length 
control; and a solid state imaging device (Fig. 1 : C) that receives the subject light 
formed by the image taking lens to create the image signal, the solid state imaging 
device being supported by the wall (See fig. 1), wherein the lens barrel has: a second 
lens (zoom lens L2) advancing and saving mechanism in which at the time of the 
collapse of the lens barrel, the second lens is saved to a second lens saving position 
out of an optical axis of the image taking lens, and at the time of the extension of the 
lens barrel, the second lens is advanced onto the optical axis of the image taking lens 
(See fig. 2) (Page 2, If 0051 ; page 3, If 0052-0054); and a first lens (taking lens L1 ) 
advancing and saving mechanism in which at the time of the collapse of the lens barrel, 
the first lens is saved to a first lens saving position out of the optical axis, and at the 
time of the extension of the lens barrel, the first lens is advanced onto the optical (See 
fig. 2) (Page 2, U 0051 ; page 3, U 0052-0054). Furthermore, Nomura et al. further 
discloses that the fundamental principle of the invention is that an element of a plurality 
of optical elements is removed from a position on the optical axis of the plurality of 
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optical elements to a different position outside of the optical axis, and the removed 
element and at least one element of the remaining optical elements of the plurality of 
optical elements are moved rearward along the optical axis, for the purpose of refracting 
the plurality of optical elements from a ready-to-photograph state which initially lie on a 
single optical axis and that the structure of the retractable lens system according to the 
invention is not limited solely to that of the illustrated embodiments taught as long as the 
structure is designed on this fundamental principle. Nomura et al. also discloses that 
more than one of the lenses can be positioned outside the optical axis to retract the lens 
barrel even more (Page 6, U 0073-0077). 

Therefore, it would have been obvious to one of an ordinary skill in the art at the 
time the invention was made to apply the concepts taught in Nomura et al. to modify 
claim 1 of U.S. Patent No. 7,317,487 B2 to have three lens groups of a front elements 
lens, a rear elements lens, and a focus lens in the named order with respect to an 
optical axis direction; the taking lens having in front an aperture through which the 
image taking lens appears and having in rear an internal space defined by a wall, the 
solid state imaging device being supported by the wall, and the lens barrel having a rear 
elements lens advancing and saving mechanism in which at the time of the collapse of 
the lens barrel, the rear elements lens is saved to a rear elements lens saving position 
out of an optical axis of the image taking lens, and at the time of the extension of the 
lens barrel, the rear elements lens is advanced onto the optical axis of the image taking 
lens. The motivation to do so would have been to remove optical elements from the 
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optical axis at the time the lens barrel is retracted to make the camera more compact 
(Page 1 , U 004-0022; page 6, U 0071-0076). 

Regarding claim 34, the combined teaching of Nomura et al. in view of 
Wakabayashi et al. as discussed and analyzed in claim 1 teaches that the first lens 
(Nomura et al., fig. 1 : L1 ), the second lens (Nomura et al., fig. 1 : L2), and the third lens 
(Nomura et al., fig. 1 : L3) are positioned in a predetermined sequential order with 
respect to the solid state imaging device and wherein the first lens is farthest from the 
solid state imaging device (As shown in fig. 1 , Nomura et al. teaches that the first lens 
(L1 ) is the farthest from the solid state imaging device). Grounds for rejecting claim 1 
apply here. 



Allowable Subject Matter 

6. Claims 3-11, 13, 27, 28 and 30 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

7. The following is a statement of reasons for the indication of allowable subject 
matter: 

Regarding claim 3, the main reason for indication of allowable subject matter is 
because the prior art fails tot each or reasonably suggest that the lens barrel has: a 
second lens group guide frame that moves in the optical axis direction in accordance 
with the extension, the collapse and the focal length control so as to determine a 
position related to the optical axis direction of the second lens group and a second lens 
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group holding frame that holds the second lens group and is pivotally supported by the 
second lens group guide frame, the second lens group holding frame causing the 
second lens group to revolve on the optical axis of the image taking lens at the time of 
the extension, and the second lens group holding frame causing the second lens group 
to revolve on the second lens group saving position at the time of the collapse, and 
wherein the lens barrel has: a third lens group guide frame that moves in the optical axis 
direction in accordance with the extension, the collapse and the focusing so as to 
determine a position related to the optical axis direction of the third lens group; and a 
third lens group holding frame that holds the third lens group and is pivotally supported 
by the third lens group guide frame, the third lens group holding frame causing the third 
lens group to revolve on the optical axis of the image taking lens at the time of the 
extension, and the third lens group holding frame causing the third lens group to revolve 
onto the third lens group saving position at the time of the collapse, including all the 
limitations of claim 1 . 

Regarding claim 27, the main reason for indication of allowable subject matter is 
because the prior art fails tot each or reasonably suggest that the lens barrel has: a rear 
elements guide frame that moves in the optical axis direction in accordance with the 
extension, the collapse and the focal length control so as to determine a position related 
to the optical axis direction of the rear elements lens; and a rear elements holding frame 
that holds the rear elements lens and is pivotally supported by the rear elements guide 
frame, the rear elements holding frame causing the rear elements lens to revolve on the 
optical axis of the image taking lens at the time of the extension, and the rear elements 



Application/Control Number: 10/693,930 Page 14 

Art Unit: 2622 

holding frame causing the rear elements lens to revolve on the rear elements lens 
saving position at the time of the collapse, and wherein the lens barrel has: a focus lens 
guide frame that moves in the optical axis direction in accordance with the extension, 
the collapse and the focusing so as to determine a position related to the optical axis 
direction of the focus lens; and a focus lens holding frame that holds the focus lens and 
is pivotally supported by the focus lens guide frame, the focus lens holding frame 
causing the focus lens to revolve on the optical axis of the image taking lens at the time 
of the extension, and the focus lens holding flame causing the focus lens to revolve onto 
the focus lens saving position at the time of the collapse, including all the limitations of 
claim 26 . 



Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nelson D. Hernandez whose telephone number is 
(571 )272-731 1 . The examiner can normally be reached on 9:00 A.M. to 5:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lin Ye can be reached on (571) 272-7372. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Nelson D. Hernandez 

Examiner 

Art Unit 2622 
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April 18, 2008 

/Lin Ye/ 

Supervisory Patent Examiner, Art Unit 2622 



